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This chapter relates only to interference matters
before the examiner. $The provisions in this chapter
do,NOT apply to interferences declared on or after
February 11, 1985, except in special circumstances,
such as: (1) Interferences which are declaréd as a
result of a motion made in another interference which
was pending before the Board before February 11,
1985 (e.g., an interference declared as a result of a
motion under 37 CFR 1.231 to declare an additional
interference); (2) an interference related to another in-
terference declared prior to February 11, 1985 (e.g.,
an interference involving a method of using a com-
pound where an interference involving the same par-
ties and the compound was declared prior to Febru-
ary 11, 1985); and (3) an interference reinstituted after
having been dissolved under the old rules (37 CFR
1.201-1.288) (e.g., an interference reinstituted after
having been dissolved as a result of a motion under 37
CFR 1.231 to dissolve on the grounds of unpatentabi-
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lity where the applicant has obtained allowance of the
claims held unpatentable in the decision on motions).
For interferences declared on or after Febroary 11,
1983, except those indicated in (1)-(3) of the previous
paragraph, see Chapter 2300 of this Manual.§
The interference practice is based on 35 U.S.C. 135
Pas it read prior to February 11, 1985¢.

35 U.S.C. 135. Interferences. (a) Whenever an application is made
for a patent which, in the opinion of the Commissioner, would
interfere with any pending application, or with any unexpired
patent, he shall give notice thereof to the applicants, or applicant
and patentee, as the case may be. The question of priority of inven-
tion shall be determined by a board of patent interferences (consist-
ing of three examiners of interferences) whose decision, if adverse
to the claim of an applicant, shall constitute the final refusal by the
Patent and Trademark Office of the claims involved, and the Com-
missioner may issue a patent to the applicant who is adjudged the
prior inventor. A final judgment adverse to a patentee from which
no appeal or other review has been or can be taken or had shall
constitute cancellation of the claims involved from the patent, and
notice thereof shall be endorsed on copies of the patent thereafier
distributed by the Patent and Trademark Office.

(b) A claim which is the same as, or for the same or substantially
the same subject matter as, a claim of an issued patent may not be
made in any application unless such a claim is made prior to one
year from the date on which the patent was granted.

(c) Any agreement or understanding between parties to an inter-
ference, including any collateral agreements referred to therein,
made in connection with or in contemplation of the termination of
the interference, shall be in writing and a true copy thereof filed in
the Patent and Trademark Office before the termination of the in-
terference as between the said parties to the agreement or under-
standing. If any party filing the same so requests, the copy shall be
kept separate from the file of the interference, and made available
only to Government agencies on written request, or to any person
on a showing of good cause. Failure to file the copy of such agree-
ment or understanding shall render permanently unenforceable such
agreement or understanding and any patent of such parties involved
in the interference or any patent subsequently issued on any appli-
cation of such parties so involved. The Commissioner may, howev-
er, on a showing of good cause for failure to file within the time
prescribed, permit the filing of the agreement or understanding
during the six month period subsequent to the termination of the
interference as between the parties to the agreement or understand-
ing.

The Commissioner shall give notice to the parties or their attor-
neys of record, a reasonable time prior to said termination, of the
filing requirement of this section. If the Commissioner gives such
notice at a later time, irrespective of the right to file such agree-
ment or understanding within the six-month period on a showing of
good cause, the parties may file such agreement or understanding
within sixty days of the receipt of such notice.

Any discretionary action of the Commissioner under this subsec-
tion shall be reviewable under section 10 of the Administrative Pro-
cedure Act.

37 CFR 1.201 set forth the definition of an interfer-
ence pprior to February 11, 1985¢

@Former, now deleted§g 37 CFR 1.201. Definition, when declared.
(a) An interference is a proceeding instituted for the purpose of de-
termining the question of priority of invention between two or
more parties claiming substantially the same patentable invention
and may be instituted as soon as it is determined that common pat-
entable subject matter is claimed in a plurality of applications or in
an application and a patent.

(b) An interference will be declared between pending applica-
tions for patent, or for reissue, of different parties when such appli-
cations contain claims for substantially the same invention, which
are allowable in the application of each party, and interferences
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will also be declared between pending applications for patent, or
for reissue, and unexpired original or reissued patents, of different
parties, when such applications and patents contain claims for sub-
stantially the same invention which are allowable in all of the appli-
cations involved, in accordance with the provisions of the regula-
tions in this part,

(c) Interferences will not be declared, nor continued, between ap-
plications or applications and patents owned by the same party
unless good cause is shown therefor. The parties shall make known
any and all right, title and interest affecting the ownership of any
application or patent involved or essential to the proceedings, not
recorded in the Patent and Trademark Office, when an interference
is declared, and of changes in such right, title, or interest, made
after the declaration of the interference and before the expiration of
the time prescribed for seeking review of the decision in the inter-
ference.

1101 Preliminaries to an Interference [R-2)

$Since no new interference will be declared under
the procedures set forth in this chapter unless it is re-
lated to an interference declared prior to February 11,
1985, the procedures relating to activities prior to the
declaration of an interference set forth in this chapter
have been deleted. See Chapter 2300 for current pro-
cedures.g * * *

1104 Jurisdiction of Interference [R-2]

The declaration of interference is made when the
* * ¥ notices of interference pare mailedq to the par-
ties. The interference is thus technically pending
before the Board of Patent BAppeals and¢ Interfer-
ences from the date on which the letters are mailed,
and from that date the files of the various applicants
are opened to inspection by other parties * * *

Throughout the interference, the interference
papers and application files involved are in the keep-
ing of the Service Branch except at such times that
action is required as for decision on motions, final
hearings, appeals, etc., when they are temporarily in
possession of the tribunal before whom the particular
question is pending.

If, independent of that interference, action as to one
or more of the applications becomes necessary, the
examiner charges out the necessary application or ap-
plications from the Service Branch by leaving a
charge card. It is not foreseen that the primary exam-
iner will need to take action for which he or she re-
quires jurisdiction of the entire interference. Howev-
er, if circumstances arise which appear to require it,
the primary examiner should request jurisdiction from
the Board of Patent pAppeals andg Interferences.

The examiner merely borrows a patent file, if
needed, as, where the patent is to be involved in a
new interference.

1105 Matters Requiring Decision by Primary
- Examiner During Interference [R-2]

$Former, now deleted§ 37 CFR 1.231. Motions before the primary
exgminer. (a) Within the period set in the notice of interference for
filing motions any party to an interference may file a motion seek-
ing:
g(l) To dissolve as to one or more counts, except that such
motion based on facts sought to be established by affidavits, decla-
rations, or evidence outside of official records and printed publica-
tions will not normally be considered. A motion to dissolve an in-
terference in which a patentee is a party on the ground that the
claims corresponding to the counts are unpatentable to the patentee
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over patents or printed publications will be considered through re-
examination if it complies with the requirements of § 1.510(b) and is
accompanied by the fee for requesting reexamination set in
§ 1.20{c). Otherwise, 2 motion to dissolve an interference in which
a patentee is a party will not be considered if it would necessarily
result in the conclusion that the claims of the patent which corre-
spond to the counts are unpatentable to the patentee on a ground
whick ie aot ancillary to priority. Where a motion to dissolve is
based on prior art, service on opposing parties must include copies
of such prior art. A motion to dissolve on the ground that there is
no interference in fact will not be considered unless the interference
involves a design or plant patent or application or unless it relates
to 2 count which differs from the corresponding claim of an in-
volved patent or of one or more of the invalved applications as
provided in §§ 1.203(a) and 1.205(a).

(2) To amend the issue by addition or substitution of new counts.
Each such motion must contain an explanation as to why a count
proposed to be added is necessary or why a count proposed to be
substituted is preferable to the original count, must demonstrate
patentability of the count to all parties and must apply the proposed
count to all involved applications except an application in which
the proposed count originated.

(3) To substitute any other application owned by him as to the
existing issue, or to declare an additional interference to include
any other application owned by him as to any subject matter other
than the existing issue but disclosed in his application or patent in-
volved in the interference and in an oppesing party’s application or
patent in the interference which should be made the basis of inter-
ference with such other party. Complete copies of the contents of
such other application, except affidavits or declarations under
§§ 1.131, 1.202, and 1.204, must be served on all other parties and
the motion must be accompanied by proof of such service.

(4) To be accorded the benefit of an earlier application or to
attack the benefit of an earlier application which has been accorded
to an opposing party in the notice of declaration. See § 1.224.

(5) To amend an involved application by adding or removing the
names of one or more inventors as provided in § 1.45. (See para-
graph (d) of this section.)

(b) Each motion must contain a full statement of the grounds
therefor and reasoning in support thereof. Any opposition to a
motion must be filed within 20 days of the expiration of the time set
for filing motions and the moving party may, if he desires, file a
reply to such opposition within 15 days of the date the opposition
was filed. If a party files a timely motion to dissolve, any other
party may file a motion to amend within 20 days of the expiration
of the time set for filing motions. Service on opposing parties of an
opposition to a motion to amend which is based on prior art must
include copies of such prior art. In the case of action by the pri-
mary examiner under § 1.237, such motions may be made within 20
days from the date of the primary examiner’s decision on motion
wherein such action was incorporated or the date of the communi-
cation giving notice to the parties of the proposed dissolution of the
interference.

(c) A motion to amend under paragraph (2)(2) of this section or
to substitute another application or declare an additional interfer-
ence under paragraph (a)(3) of this section must be accompanied by
an amendment adding claims corresponding to the proposed counts
to the application concerned if such claims are not already in that
application. The motion must also request the benefit of a prior ap-
plication as provided for under paragraph (a)}(4) of this section if
the party concerned expects to be accorded such benefit.

(d) All proper motions as specified in paragraphs (a) and (b) of
this section, or of a similar character, will be transmitted to and
considered by the primary examiner without oral argument, except
that consideration of a motion to dissolve on a ground other than
no interference in fact will be deferred to final hearing before a
Board of Patent Interference where the motion raises a matter
which would be reviewable at final hearing under § 1.258(a) and
such matter is raised against a patentee or has been ruled upon by
the Board of Appeals or by a count in ex parte proceedings. Also
consideration of a motion to add or remove the names of one or
more inventors may be deferred to final hearing if such motion is
filed after the times for taking testimony have been set. Requests
for reconsideration will not be entertained.
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